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DETAILED ACTION 
Response to Amendment 

This Office Action is responsive to Applicant's arguments and request for 
continued examination of application 09/687,892 (10/13/2000) filed on 06/05/07. 

Claim Interpretation 

1 . In determining patentability of an invention over the prior art, all claim limitations 
have been considered and interpreted as broadly as their terms reasonably allow. See 
MPEP§2111. 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant always has the opportunity to amend the claims during prosecution, 
and broad interpretation by the examiner reduces the possibility that the claim, 
once issued, will be interpreted more broadly than is justified. In re Pruter, 415 
F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969). See MPEP § 2111. 

2. All claim limitations have been considered. Additionally, all words in the claims have 
been considered in judging the patentability of the claims against the prior art. The 
following language is interpreted as not further limiting the scope of the claimed 
invention. See MPEP 2106 II C. 

Language in a method claim that states only the intended use or intended result 

(e.g., "for "), but the expression does not result in a manipulative 

difference in the steps of the claim. Language in a system claim that states only the 
intended use or intended result (e.g., "for "), but does not result in a 
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structural difference between the claimed invention and the prior art. In other words, if 
the prior art structure is capable of performing the intended use, then it meets the claim. 

Claim limitations that contain statement(s) such as "//, may, might, can could", as 
optional language. As matter of linguistic precision, optional claim elements do not 
narrow claim limitations, since they can always be omitted. 

Claim limitations that contain statement(s) such as ''wherein, whereb/, that fail to 

further define the steps or acts to be performed in method claims or the discrete 

physical structure required of system claims. 

USPTO personnel should begin claim analysis by identifying and evaluating each 
claim limitation. For processes, the claim limitations will define steps or acts to 
be performed. For products, the claim limitations will define discrete physical 
structures or materials. Product claims are claims that are directed to either 
machines, manufactures or compositions of matter. See MPEP § 2106 II C, 



The subject matter of a properly construed claim is defined by the terms that limit 
its scope. It is this subject matter that must be examined. As a general matter, 
the grammar and intended meaning of terms used in a claim will dictate whether 
the language limits the claim scope. Language that suggests or makes optional 
but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation. The 
following are examples of language that may raise a question as to the limiting 
effect of the language in a claim: 

(A) statements of intended use or field of use, 

(B) "adapted to" or "adapted for" clauses, 

(C) "wherein" clauses, or 

(D) "whereby" clauses. 

See MPEP §2106 lie. 



3. Independent claims are examined together, since they are not patentable distinct. If 
applicant expressly states on the record that two or more independent and distinct 



Application/Control Number: 09/687,892 Page 4 

Art Unit: 3693 

inventions are claimed in a single application, the Examiner may require the applicant to 
elect an invention to which the claims will be restricted. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 27-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hunt, US Pat. No. 5,893,091. 

Re Claims 27-36: Hunt discloses a computer system for delivering messages 
for reception by a client user (Hunt, abstract. Figs. 1-12; col. 1, line 1+ - col. 16, line 16), 
the client user being a customer of the computer system and different from an internal 
user (Hunt, abstract. Figs. 1-12, col. 5, lines 27-50; col. 7, line 53+ - col. 8, line 27; col. 
8. line 43+ - col, 9, line 21; col. 10, line 34 - col. 11, line 58; col. 13, lines 10-31), the 
internal user being a member of personnel of a proprietor of the computer system (Hunt, 
abstract. Figs. 1-12, col. 4, lines 38-55; col. 5, lines 5-26; coL 7, line 53+ - col. 8, line 42; 
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col. 10, lines 54+ - col. 11, line 17; col. 11, line 35-48; col. 11, line 59+- col. 12, line 62; 

col. 14, line 38+ - col. 15, line 45), the computer system comprising: 

at least one data storage device storing a messaging system, the messaging system 

comprising (Hunt, abstract. Figs. 1-12; col. 1, line 1+ - col. 16, line 16): 

a registration system program configured to register the client user's preferences for 

messages to be received by the client user (Hunt, abstract, Figs. 1-12, col. 5, lines 27- 

50; col. 7, line 53+ - col. 8, line 27; col. 8, line 43+ - col. 9, line 21 ; col. 1 1 , lines 35-58; 

col. 13, lines 10-31); 

a message creation system program configured to automatically create messages in 
accordance with the client user's registered preferences, for delivery of the messages 
for reception by the client user (Hunt, abstract, Figs. 1-12, col. 4, line 38+ - col. 6, line 
31 ; col, 7, line 53+ - col. 8, line 27; col. 8, line 43+ - col. 9, line 21 ; col. 9, line 40+ - col. 
10, line 5; col. 10, line 33+ - col. 11, line 3; col. 11, line 35+ - col. 12, line 25; col. 12, line 
45-53; col. 13, line 6+ - col, 13, line 31); and 

an intervention system program configured to delay delivery of a specific message 
created by said message creation system in accordance with the client user's registered 
preferences and to enable the internal user of the system, during the delay, to at least 
one of add to and edit the specific message requested by the client user prior to delivery 
to create a modified message, wherein the message system program delivers the 
modified message in place of the specific message (Hunt, abstract, Figs. 1-12, col. 4, 
line 38+ - col. 6, line 31 ; col. 7, line 53+ - col. 8, line 27; col, 8, line 43+ - col, 9, line 21 ; 
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col. 9, line 40+ - col. 1 0, line 5; col. 10, line 33+ - col. 1 1 , line 3; col. 1 1 , line 35+ - col, 
12, line 25; col. 12, line 45-53; col. 13, line 6+ - col. 13, line 31). 

Hunt fails to explicitly disclose wherein the message is a financial message. 

Field of Use/Analogous Art: It has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to 
the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the problem to be solved is allowing an 
internal user to add to and/or edit a message before delivery to a client user in 
accordance with client user preferences. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Hunt to provide wherein the message is 
a financial message. 

As suggested by Hunt, the need for managing and distributing information is 
applicable to a broad cross section of industries including financial, retail, rental, travel 
and entertainment. 

Claims 34 and 35 are rejected under 35 U.S.C, 103(a) as being unpatentable 
over Hunt as applied to claim 27 above, and further in view of Bove, US Pub. No. 
2005/0154658. 

Re Claims 34 and 35: Hunt discloses the claimed system supra but fails to 
explicitly disclose an internal user interface system program. Bove discloses an internal 
user interface system program. It would have been obvious to one of ordinary skill in 
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the art at the time the invention was made to modify the teachings of Hunt by adopting 
the teachings of Bove to provide a system further comprising an internal user interface 
system program. As suggested by Bove, although automated systems related to 
financial and investment planning are useful for reducing what would otherwise involve 
a labor intensive process, there is still a need from a customer service and customer 
goodwill perspective to allow internal users (i.e., such as investment counselors and 
investment professionals) to access, monitor and modify because of the unique 
situations, preferences, or expectations of clients. 

Claims 37-46 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hunt, US Pat. No. 5,893,091 in view of Bove, US Pub. No. 2005/0154658. 

Re Claims 37-41 : Hunt discloses: 
registered preferences registered by the client user for receiving automatically created 
messages, the messages being automatically created in accordance with the client 
user's registered preferences for delivery for reception by the client user (Hunt, abstract. 
Figs. 1-12, col. 4, line 38+ - col. 6, line 31; col. 7, line 53+ - col. 8, line 27; col. 8, line 
43+ - col. 9, line 21; col. 9, line 40+ - col, 10, line 5; col. 10, line 33+ - col. 11, line 3; col. 
11, line 35+ - col. 12, line 25; col. 12, line 45-53; col. 13, line 6+ - col. 13, line 31); and 
an intervention system configured to delay delivery of a specific message created in 
accordance with the client user's registered preferences and to enable the internal user 
of the computer system, during the delay, to at least one of add to and edit the specific 
message user prior to delivery to create a modified message, for delivery of the 
modified message for reception by the client user in place of the specific message 
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(Hunt, abstract, Figs. 1-12, col. 4, line 38+ - col. 6, line 31; col. 7, line 53+ - col. 8, line 
27; col. 8, line 43+ - col. 9, line 21 ; col. 9, line 40+ - col. 1 0, line 5; col. 1 0, line 33+ - col. 
11, line 3; col. 11, line 35+ - col. 12, line 25; col. 12, line 45-53; col. 13, line 6+ - col. 13, 
line 31). 

Hunt fails to explicitly disclose: 

wherein the message is a financial message; and 

an internal user interface system for an internal user of a financial message 
delivery system in a financial computer system, the internal user being a member of 
personnel of a proprietor of the computer system and different from a client user, the 
client user being a customer of the computer system, the interface system comprising: 
a first interface configured to enable the internal user to access registered preferences 
registered by the client user for receiving automatically created financial messages, the 
financial messages being automatically created in accordance with the client user's 
registered preferences for delivery for reception by the client user. 

In regards to wherein the message is a financial message. 

Field of Use/Analogous Art: It has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to 
the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the problem to be solved is allowing an 
internal user to add to and/or edit a message before delivery to a client user in 
accordance with client user preferences. 



Application/Control Number: 09/687,892 Page 9 

Art Unit: 3693 

Bove discloses an internal user interface system for an internal user of a financial 
message delivery system in a financial computer system (Bove, Figs. 3A-6; [0002] 
[0006] [0025] [0026] [0038] [0040] [0046] thru [0061] [0088] [0101]), the intemal user 
being a member of personnel of a proprietor of the computer system and different from 
a client user (Bove, Figs. 3A-6; [0002] [0006] [0025] [0026] [0038] [0040] [0046] thru 
[0061] [0088] [0101]), the client user being a customer of the computer system (Bove, 
Figs. 1A-10; abstract; [0001] thru [0116]), the interface system comprising:, 
a first interface configured to enable the internal user to access registered preferences 
registered by the client user for receiving automatically created financial messages, the 
financial messages being automatically created in accordance with the client user's 
registered preferences for delivery for reception by the client user (Bove, Figs. 3A-6; 
[0002] [0006] [0025] [0026] [0038] [0040] [0046] thru [0061] [0088] [0101]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Hunt by adopting the teachings of Bove 
to provide wherein the message is a financial message; an internal user interface 
system for an internal user of a financial message delivery system in a financial 
computer system, the internal user being a member of personnel of a proprietor of the 
computer system and different from a client user, the client user being a customer of the 
computer system, the interface system comprising: a first interface configured to enable 
the internal user to access registered preferences registered by the client user for 
receiving automatically created financial messages, the financial messages being 
automatically created in accordance with the client user's registered preferences for 
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delivery for reception by the client user; 

As suggested by Bove, although automated systems related to financial and 
investment planning are useful for reducing what would otherwise involve a labor 
intensive process, there is still a need from a customer service and customer goodwill 
perspective to allow internal users (i.e., such as investment counselors and investment 
professionals) to access, monitor and modify because of the unique situations, 
preferences, or expectations of clients. 

Re Claims 42-46: Hunt discloses a computerized method for delivering one or 
more messages to a client user from an internal user in a computer system, the internal 
user being a member of personnel of a proprietor of the computer system and different 
from a client user, the client user being a customer of the computer system, the method 
comprising: 

registered preferences registered by the client user for receiving automatically created 
messages, the messages being automatically created in accordance with the client 
user's registered preferences for delivery for reception by the client user (Hunt, abstract, 
Figs. 1-12, col. 4, line 38+ - col. 6. line 31; col. 7, line 53+ - col. 8, line 27; col. 8, line 
43+ - col. 9, line 21 ; col. 9, line 40+ - col. 1 0, line 5; col. 1 0, line 33+ - col. 1 1 , line 3; col. 
11, line 35+ - col. 12, line 25; col. 12, line 45-53; col. 13, line 6+ - col. 13, line 31); 
delaying delivery of a specific message created in accordance with the client user's 
registered preferences (Hunt, abstract, Figs. 1-12, col. 4, line 38+ - col. 6, line 31; col. 7, 
line 53+ - col. 8, line 27; col. 8, line 43+ - col. 9, line 21 ; col. 9, line 40+ - col. 1 0, line 5; 
col. 10, line 33+ - col. 11, line 3; col. 11, line 35+ - col. 12, line 25; col. 12, line 45-53; 
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col. 13, line 6+ - col. 13, line 31); and 

enabling during the delay, through an intervention system usable by the internal user, at 
least one of addition to and editing of the specific message user prior to delivery to 
create a modified message, for delivery of the modified message for reception by the 
client user in place of the specific message (Hunt, abstract, Figs. 1-12, col. 4, line 38+ - 
col. 6, line 31 ; col. 7, line 53+ - col. 8, line 27; col. 8, line 43+ - col. 9, line 21 ; col. 9, line 
40+ - col. 10, line 5; col. 10, line 33+ - col. 11, line 3; col. 11, line 35+ - col. 12, line 25; 
col. 12, line 45-53; col. 13, line 6+ - col. 13, line 31). 

Hunt fails to explicitly disclose: 
wherein the message is financial message and wherein the computer system is a 
financial computer system. 

providing, through a first interface usable by the internal user, registered preferences 
registered by the client user for receiving automatically created financial messages, the 
financial messages being automatically created in accordance with the client user's 
registered preferences for delivery for reception by the client user; 

In regards to wherein the message is financial message and wherein the 
computer system is a financial computer system. 

Field of Use/Analogous Art: It has been held that a prior art reference must 
either be in the field of applicant's endeavor or, if not, then be reasonably pertinent to 
the particular problem with which the applicant was concerned, in order to be relied 
upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the problem to be solved is allowing an 
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internal user to add to and/or edit a message before delivery to a client user in 
accordance with client user preferences. 
Bove discloses: 

providing, through a first interface usable by the internal user, registered preferences 
registered by the client user for receiving automatically created financial messages, the 
financial messages being automatically created in accordance with the client user's 
registered preferences for delivery for reception by the client user (Bove, Figs. 3A-6; 
[0002] [0006] [0025] [0026] [0038] [0040] [0046] thru [0061] [0088] [0101]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Hunt by adopting the teachings of Bove 
to provide a computerized method further comprising wherein the message is financial 
message and wherein the computer system is a financial computer system; and 
providing, through a first interface usable by the internal user, registered preferences 
registered by the client user for receiving automatically created financial messages, the 
financial messages being automatically created in accordance with the client user's 
registered preferences for delivery for reception by the client user. 

As suggested by Bove, although automated systems related to financial and 
investment planning are useful for reducing what would otherwise involve a labor 
intensive process, there is still a need from a customer service and customer goodwill 
perspective to allow internal users (i.e., such as investment counselors and investment 
professionals) to access, monitor and modify because of the unique situations, 
preferences, or expectations of clients. 
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Response to Arguments 

Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following references relate to financial advising, planning etc. 
(r'5220500''r581 9263''r'5864828'T'61 54732''|''6347307''|''6970843''r'7089202nV1 1 098 
"r'7149713"r'7165044"|"7177831"|"7197484").PN. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sara Chandler whose telephone number is 571-272- 
1186. The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto,gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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